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By the Board:
Applicant seeks to register the mark GALLI TO for “beer, ale,

porter, mneral and carbonated drinking water.”?

As grounds for
t he opposition, opposer alleges that “gallo” neans “rooster” in
Italian and Spanish; that “gallito” neans “little rooster” in
Italian and Spani sh; that applicant’s mark as used on the

i dentified goods so resenbl es opposer’s previously used and

regi stered GALLO GALLO formative and rooster design narks as to
be likely to cause confusion, mstake or to deceive; and that
applicant’s mark will cause dilution of the distinctive quality

of opposer’s marks, which becane well known and fanous before

appl i cant began use of its nark.

! Application Serial No. 76380736, filed on March 8, 2002, claimng a
bona fide intention to use the mark i n commerce.
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Qpposer pleads the follow ng registered marks: GALLO for
“W nes”;? ERNEST & JULI O GALLO for “wi nes”;® GALLO and design for
“prepared neat products-nanely, sal ane, sausage, nortadella,
cured meats; and cheese”;* GALLO, stylized, for “w nes and
chanpagnes”;® GALLO for “prepared neat products-nanely, sal ane,
sausage, nortadella, cured nmeats; and cheese”;® GALLO for
“corkscrews and place card holders”;” JULIOR GALLO in signature
stylization for “wines”;® ERNEST GALLO in signature stylization

for “wines”:? GALLO SONOVA for “wines”: % GALLO OF SONOVA and

2 Regi strati on No. 444756, issued on March 24, 1953, and clai m ng use
anywhere and use in conmmerce since 1909. Third renewal .

3 Regi stration No. 778837, issued on Cctober 20, 1964, and cl ai m ng use
anywhere and use in comrerce since August 4, 1958. First renewal.

4 Regi stration No. 887959, issued on March 17, 1970, and clai m ng use
anywhere since Novenber 19, 1962 and use in conmerce since July 22,
1968. Second renewal .

® Registration No. 891339, issued on May 19, 1970, and cl ai ming use
anywhere and use in conmerce since 1909. Second renewal .

® Registration No. 1319587, issued on February 12, 1985, and cl ai m ng
use anywhere since Novenber 19, 1962 and use in comrerce since July
22, 1968. Section 8 affidavit accepted; Section 15 affidavit

acknow edged.

" Registration No. 1650478, issued on July 9, 1991 under Section 44(e)
of the Trademark Act. Section 8 affidavit accepted; Section 15

af fidavit acknow edged; first renewal. The underlying application to
this registration was originally filed by, and registered to, a German
conmpany, Gallo Designs — Collection Fur Modernes Whnen GrbH, in

mul tiple classes for many goods. Subsequently, the registration was
assigned to opposer (recorded at Reel 0851, Franme 0901), and al

goods, but the two itens identified, have been cancell ed.

® Registration No. 1813967, issued on Decenber 28, 1993, clai nm ng use
anywhere and use in conmerce since August 1972. Section 8 affidavit
accepted; Section 15 affidavit acknow edged; first renewal.

o Regi stration No. 1815078, issued on January 4, 1994, clai m ng use
anywhere and use in conmmerce since August 1972. Section 8 affidavit
accepted; Section 15 affidavit acknow edged; first renewal

10 Regi stration No. 1911682, issued on August 15, 1995, clai m ng use
anywhere and use in comrerce since June 20, 1994. Section 8 affidavit
accepted; Section 15 affidavit acknow edged.
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design for “wines”;! GALLO for “clothing, nanely, T-shirts,

12

sweatshirts, shirts and caps”; rooster crest design for

13 n 14

“W nes”; > and two-roosters design for “w nes.
Inits answer, filed April 4, 2003, applicant denies the
salient allegations of the notice of opposition.* Applicant
affirmatively asserts that opposer is estopped fromalleging that
its GALLO marks and applicant’s GALLI TO marks are sim |l ar because
opposer previously “represented and admtted” that GALLOis a
surnane, representing the famly nane of certain individuals
associ ated with opposer; and that opposer is estopped from
claimng exclusive rights to words with nmeani ngs equi valent to

ROOSTER i n connection with food and beverage because nunerous

third-party uses of ROOSTER and rooster designs exist.?®

1 Regi stration No. 2231215, issued on March 9, 1999, claimng use
anywhere and use in commerce since Septenber 1, 1997. Section 8 and
Section 15 affidavits filed.

12 Regi stration No. 2320063, issued on February 20, 2000, claimng use
anywhere and use in conmerce since May 1, 1988.

13 Regi stration No. 838504, issued on Novenber 7, 1967, claim ng use
anywhere and use in comrerce since Septenber 13, 1965. First renewal
1 Regi stration No. 2159050, issued on May 19, 1998, clainming use
anywhere and use in comrerce since July 1, 1993. Section 8 affidavit
accepted, Section 15 affidavit acknow edged.

1S Applicant’s requests, in its answer, that paragraph nos. 8-10 of the
notice of opposition be stricken as irrelevant are denied. Applicant
has not brought a notion to strike making a showi ng that the

all egations set forth are irrelevant to this proceeding.

1 Al though applicant titles these assertions as “affirmative
defenses,” they are actually, and nore appropriately, anplifications
of applicant’s denial of the salient allegations of the notice of
opposition, and explanations as to why applicant believes there can be
no |ikelihood of confusion and dilution. The “estoppel” being alleged
by applicant are not true equitable defenses. Applicant’s assertion

t hat opposer “represented and admtted” that GALLO is a surname goes
to an evidentiary issue: that opposer is estopped fromentering

evi dence that would show the termis other than the surnane of
opposer’s founder and, at |east sonme, of the famly associated with
opposer’s business; and, as such, has a different connotation than
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This case now conmes up on applicant’s fully briefed notion,
filed May 30, 2003, for sunmary judgnment dism ssing opposer’s
claims of likelihood of confusion and dilution.?'’

In support of its notion, applicant argues that there are no
genui ne issues of material fact that the parties’ respective
mar ks are so dissimlar in connotation, appearance and
pronunci ation that, even if the goods were to be considered
identical, no likelihood of confusion exists. Applicant contends
t hat opposer is estopped fromarguing that its GALLO mark neans
“rooster” because opposer, “[b]y its Stipulation.” wth applicant
made during this proceedi ng, now has stipulated that its GALLO
mark is derived fromits founder’s surnane. Applicant further
contends that, even if opposers’ marks “.were taken to nean or
connot e ROOSTER, there is no dispute that Applicant’s GALLITO
mark differs in appearance, sound, connotation, and conmerci al
inpression.” More particularly, applicant argues that there is
no allegation that GALLO i s understood by consuners to be in the
Spani sh or Italian | anguages; and that GALLITO is only a Spanish
term w thout a nmeaning in English. Applicant al so argues that
numer ous ot her registrations for GALLI TO exi st and that opposer

did not object to Pasatienpos Gallo’s registration of GALLITO for

applicant’s “little rooster” mark; and, thus, there can be no

i kelihood of confusion. Applicant’s assertion that opposer cannot
cl ai m exclusive rights to words neani ng ROOSTER because of nunerous
third-party uses is nerely an argunment that opposer’s narks are only
entitled to a limted scope of protection.

" The Board regrets the del ay occasioned in considering this notion.
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pl ayi ng cards and board games.

VWi | e applicant contends that
the parties’ respective marks are so dissimlar that no

| i kel i hood of confusion exists, applicant nonethel ess naintains
that the parties’ respective goods “.are vastly different having
di fferent marketing such that no |likelihood of confusion could be
found.”

Applicant’s notion is acconpanied by 1) the parties’
stipulation dated May 28 and 30, 2003 wherei n opposer stipul ates,
in part, that “...GALLO is the surname of the founders of E. & J.
Gallo Wnery. It is further stipulated that Opposer continues to
be owned by the GALLO famly.”; 2) a copy of an anendnent to then
pendi ng application Serial No. 73784199, dated Novenber 6, 1989
and nmade by opposer’s predecessor-in-interest, requesting, in
part, reconsideration of the refusal to register GALLO on the
Principal Register on the ground that the mark is primarily
nerely a surnanme, relying on an English dictionary definition
that, in English, “Gallo” denotes sonething related to Gaul and
France; 3) two English | anguage dictionary definitions of “Gllo”
as indicating Gaul or France or “of Gaul” or “of France”; 4) an
Engl i sh | anguage pronunci ation guide showing that “Gallo” in
English is pronounced “GA-1oh”; 5) a Spanish dictionary
pronunci ati on gui de supporting applicant’s position that

“gallito” is pronounced “gay-yee-to” in Spanish, and that

8 pposer did object to Pasatienpos Gallo’'s use of GALLO on pl ayi ng
cards and board ganes. See E & J Gallo Wnery v. Pasatienpos Gll o,
SA., 905 F. Supp. 1403 (E.D. Cal. 1994).
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“gallito” nmeans “1. sonebody, inportant person. 2. cock of the
wal k, boaster, bragger. 3. dart. 4. aggressive or quarrel sone
person” in Spanish, and that “gallo” neans “1. cock, rooster. 2.
dory. 3. aging man, oldtinmer. 4. false note..,” anong ot her

nmeani ngs, in Spanish; 6) an online dictionary definition of
“gallito” as “to be a tough guy; to act tough”; and 7) five
printouts from TARR of registered marks including the term
GALLITOwW th given translations as “little rooster” or “small
cock. " 1°

As a prelimnary matter, opposer contends that applicant
brought its summary judgnent notion only with respect to
opposer’s |ikelihood of confusion claimand does not address
opposer’s dilution claim |In response to applicant’s notion,
opposer argues that applicant has not submtted sufficient

evi dence on which the Board can grant summary judgnment on the
nmerits or, even to shift to opposer the burden of proffering
evidence sufficient to establish a genuine issue of materi al
fact. (Opposer argues that the parties’ respective marks are
simlar in appearance, identical in the first four letters and

the last letter; that the marks are simlar in sound, there being

9 EL GALLITO for “picante sauce and nol e paste” (Registration No.
2264003); EL GALLI TO BRAND LONG GRAIN RICE” for “long grain mlled
rice for human consunption” (Registration No. 2542905); GALLITO for
“confectionery nanely, chocolate, hard and filled candi es”

(Regi stration No. 1494424); GALLITO and design for “confectionery
nanely, chocolate, hard and filled candi es” (Registration No.
1489582); EL GALLITO for “playing cards” (Registration No. 1790389);
and EL GALLITO for “equi pnent sold as a unit for playing board ganes”
(Registration No. 1878728).
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no correct way to pronounce a trademark, and no way for a
consuner to know that one trademark owner may intend its mark to
be pronounced a specific way; that the marks are simlar in
nmeani ng because tradenmark neaning is based on the term as

percei ved by the consuner, not as a trademark owner nay intend it
to be perceived. Opposer argues that applicant’s enphasis on the
dictionary neaning of the term®“gallo” is irrelevant in the
context of the GALLO trademark which, according to opposer, is
well known to consuners and has been in use for nearly 70 years.
Opposer contends that applicant is attenpting to apply the patent
doctrine of file wapper estoppel in urging the Board to nmake a
determ nation that consunmers understand the house mark of
California’ s |argest winery to nean “France,” based on a
statenent nade by opposer’s Gernan predecessor-in-interest to one
of opposer’s registrations (No. 1650478). Qpposer argues that
any such statenents nade with respect to tradenmarks have
consistently been held by the courts and the Board as nerely
evidence to be weighed by the trier of fact. Qpposer al so argues
that the simlarity of the marks is not to be determ ned out of
mar ket pl ace context and, here, opposer has a well known and
famous mark, entitled to the broadest protection; the involved
goods are related, travel in the sane channels of trade, and
often emanate fromthe sane source; and the involved goods are

i npul se purchases not requiring a great deal of sophistication

fromthe consuner.
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Qpposer’ s response i s acconpanied by the followng: 1) a
chart outlining opposer’s statenent of facts and referencing the
parties’ respective exhibits; 2) the declaration of Gerry
A asgow, opposer’s Vice President of Marketing for nearly 20
years, averring, for exanple, to the types of goods upon which
the GALLO mark is used, the neaning of the termas “rooster” in
Spani sh and Italian and the use of the rooster synbol by opposer,
sal es vol une, pronotion expenditures, consuner recognition of
GALLO as a California wine, and the rel atedness of the parties’

i nvol ved goods; and 3) the declaration of Paul W Reidl

Associ ate CGeneral Counsel for opposer in support of acconpanying
exhibits, including Internet printouts, as follows: printouts
fromapplicant’s website indicating that it is a brewery and uses
the word GALLO for beer outside of the United States; a copy of
the file wapper for application Serial No. 247408 when applicant
filed to register GALLO and design for beer and opposer’s GALLO
mark was cited against applicant; a copy of a 1982 letter from
applicant to opposer suggesting a beer and wi ne distribution
arrangenent, in which applicant’s President states that the term
“gall 0” neans “rooster” in Spanish; a copy of a letter from
opposer’s counsel to applicant’s counsel, dated May 2, 2003,
questioning the propriety of applicant’s denials in its answer
and questioning the propriety of applicant’s first affirmative
defense; the May 9, 2003 response thereto of applicant’s

attorney; the May 16, 2003 response thereto of opposer’s counsel;
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opposer’s July 22, 1946 response to an office action for then
pendi ng Serial No. 496376 (now Registration No. 444756) stating
t hat GALLO neans “rooster or cock or coq”; and a copy of the file
wr apper of applicant’s pending application Serial No. 76328179
for the mark ROOSTER for “beer.”

In reply, applicant argues that, because the parties’
respective marks are dissimlar, applicant’s mark i s not
identical or substantially simlar to opposer’s mark such that no
di lution occurs. Applicant contends that its notion sets out
undi sputed facts under identified headings, thus, “Qpposer
incorrectly states Applicant’s Summary Judgnent Motion | acks a
statement of material facts not genuinely in dispute.”?
Appl i cant again argues that, while opposer objected to
Pasati enpos Gall o’s use of GALLO for playing cards and board
ganes, it did not object to Pasatienpos Gallo s use and
registration of GALLITO for the sanme goods.?! Applicant
clarifies that its position is “.that a |likelihood of confusion

cannot be found because the respective marks are dissimlar in

01t is apparent fromreading opposer’s brief that it is not in
agreenent with applicant’s analysis of what facts are undi sput ed.
Thus, applicant’s use of headings to identify what it believes, or
woul d l'i ke the Board and opposer to believe, to be undisputed facts,
does not nean that opposer nust accept those statenents as undi sputed
fact. Opposer indicates that it does not agree that all the facts
applicant has identified as “undi sputed” are, indeed, “undisputed.”

2L Applicant’s persistent reliance on the existence of Pasatienpos
Gallo’s registrations for GALLI TO i s puzzling because the existence of
said registrations does not preclude opposer’s opposition to the
registration of applicant’s mark. Pasatienpos Gallo’ s goods, for
exanple, are quite different from opposer’s and applicant’s goods

i nvolved in this opposition
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sight, sound and neaning, even if Qpposer could establish at
trial that the remaining Dupont? factors are satisfied inits
favor.” Applicant argues that opposer is requesting the Board

i npose a per se rule that all food products are deened rel ated
because they may be sold in the same markets. Finally, applicant
argues that opposer does not allege what its trademark neans to
consuners; i.e. whether consuners understand it to be Italian or
Spani sh or a surnane.

In a notion for summary judgnent, the noving party has the
burden of establishing the absence of any genui ne issue of
material fact and that it is entitled to judgnent as a matter of
law. See Fed. R Cv. P. 56. A genuine dispute with respect to
a material fact exists if sufficient evidence is presented that a
reasonabl e fact finder could decide the question in favor of the
non-novi ng party. See Opryland USA Inc. v. Great American Misic
Show, Inc., 970 F.2d 847, 23 USPQ2d 1471 (Fed. Cir. 1992). Thus,
all doubts as to whether any particular factual issues are
genuinely in dispute nust be resolved in the |ight nost favorable
to the non-noving party. See O de Tynme Foods Inc. v. Roundy’s
Inc., 961 F.2d 200, 22 USPQ 1542 (Fed. Cir. 1992).

After carefully reviewing the record, the Board finds that
applicant has failed to carry its burden of establishing that no

genui ne issues of material fact exist. The Board finds that

22 Inre E.|. DuPont de Nemours & Co., 476 F.2d 1357, 1361, 177 USPQ
563, 567 (CCPA 1973).

10
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genui ne issues of material fact exist, at a mninum as to the
simlarity of the marks, including their appearance, sound,
connot ati ons, and commercial inpressions. In addition, genuine

i ssues of material fact remain as to the rel atedness of the

i nvol ved goods and their channels of trade. Although applicant’s
notion is not clear as to whether it was seeking sunmary j udgnent
on opposer’s claimof dilution, to the extent it was, genuine

i ssues of material fact exist as to whether the parties’
respective marks are substantially simlar, and whet her actual
dilution and/or a likelihood of dilution exists.

Accordingly, applicant’s notion for sumary judgnent is
deni ed.

Proceedings are resuned. The parties are allowed until thirty
days fromthe mailing date of this decision each to respond to the
out st andi ng di scovery requests of its adversary.? Discovery and
trial dates are reset as indicated bel ow

THE PERI OD FOR DI SCOVERY TO CLOSE: Sept enber 15, 2004

30-day testinony period for party
in position of plaintiff to close: Decenber 14, 2004

30-day testinony period for party
in position of defendant to cl ose: February 12, 2005

2 Inits motion, filed May 30, 2003, to suspend pending di sposition of
its notion for summary judgnent, applicant indicates that the parties
have exchanged di scovery requests, but agree to stay responses pendi ng
di sposition of applicant’s sunmary judgnent notion. (The notion to
suspend indicates that applicant served its requests on April 28,

2003, and opposer served its requests on May 2, 2003.) The parties
are advised that the setting of this tinme to respond to the

out st andi ng di scovery requests is not an order conpelling discovery
but, sinply, a scheduling order, intended to facilitate the service of
response to the identified, previously served and still pending

di scovery requests.

11
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15-day rebuttal testinony period
to cl ose: March 29, 2005

In each instance, a copy of the transcript of testinony
together with copies of docunentary exhibits, nust be served on
the adverse party within thirty days after conpletion of the
taking of testinony. Rule 2.125.

Briefs shall be filed in accordance with Rule 2.128(a) and
(b). An oral hearing will be set only upon request filed as

provided by Rule 2.129.
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